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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "the means" in line 10. There is insufficient 
antecedent basis for this limitation in the claim. It appears the limitation should state - - 
the focusing means - -. 

It is noted that in claim 4 it appears "engaging" is the incorrect verb tense. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsectbn of an application filed in the United States 
only if the international applicatbn designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1 and 2 rejected under 35 U.S.C. 102(e) as being anticipated by Chen et 



al (US 2004/0154737) 
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The applied reference has a common inventor with the Instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Chen et al disclose a laser welding apparatus comprising a processing head (15) 
with focusing devices (2,8) for directing a laser beam onto a contact surface that passes 
through a rotatably mounted laser beam transparent roller (18) that exerts pressure on 
the work through pressing devices (4) (See Figures). Chen et al anticipate claim 1 . 

Regarding claim 2, the processing head has passages capable of having air 
injected therethrough (See Figures). 

5. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Itagaki (JP 58163587). 

Itagaki discloses a laser welding apparatus comprising a processing head (7) 
with focusing means (8) that focus a laser beam and directs it through a laser 
transparent roller (17) that exerts pressure on the weld through spring pressing devices 
(19) (See Figures and English abstract). Itagaki anticipates daim 1 . 

Regarding claim 2, the processing head has passages capable of having air 
injected therethrough (See Figures). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

7. Clainns 3-5 are rejected under 35 U.S.C. 1 03(a) as being obvious over Chen et a! 
(US 2004/0154737) as applied above to claims 1 and 2. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1 .1 31 ; or (3) an oath or declaration under 37 CFR 1 .1 30 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321 (c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
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Regarding claims 3-4, it is well known and conventional in the laser welding art to 
have a plurality of parallel weld lines and to have a separate processing head for each 
weld line and to have a spacer between adjacent processing head. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to include 
such in the apparatus of Chen et al. 

Regarding claim 5, one skilled in the art would have readily appreciated that 
pistons are a conventional pressing device and are alternate expedients to springs 
(which are taught by Chen et al as the pressing device) and it would have been obvious 
to utilize a conventional pressing device in the apparatus of Itagaki, such as a piston. 

8. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Itagaki (JP 58163587) as applied above to claims 1 and 2. 

Regarding claims 3-4, it is well known and conventional in the laser welding art to 
have a plurality of parallel weld lines and to have a separate processing head for each 
weld line and to have a spacer between adjacent processing head. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to include 
such in the apparatus of Itagaki. 

Regarding claim 5, one skilled in the art would have readily appreciated that 
pistons are a conventional pressing device and are alternate expedients to springs and 
it would have been obvious to utilize a conventional pressing device in the apparatus of 
Itagaki, such as a piston. 
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9. Claims 1 -5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Azdasht (DE 4319742) in view of Itagaki (JP 58163587). 

Azdasht is directed to a laser welding apparatus comprising a processing head 
(1) that allows a laser beam to be directed within it and through a laser transparent roller 
(3) that exerts pressure on the weld area (See Figure and English abstract). 

Azdasht is silent towards having a focusing means for focusing the laser beam or 
a pressing device that presses the processing head against the weld area. One skilled 
in the art would have readily appreciated that it is conventional in the laser art to have 
focusing means for focusing the laser, as shown for example in Itagaki (see Figure 4). 
One skilled in the art also would have readily appreciated that the processing head 
(bond head) of Azdasht would need a pressing device of some sort in order to exert 
pressure on the weld, especially in light of Itagaki which teaches such (Figure 6b). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include a focusing means and pressing device in the apparatus 
of Azdasht as suggested in Itagaki. 

Regarding claim 2, the processing head has passages capable of having air 
injected therethrough (See Figure). 

Regarding claims 3-4, it is well known and conventional in the laser welding art to 
have a plurality of parallel weld lines and to have a separate processing head for each 
weld line and to have a spacer between adjacent processing head. It would have been 
obvious to do so in the apparatus of Azdasht. 
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Regarding claim 5, one skilled in the art would have readily appreciated that 
pistons are a conventional pressing device and it would have been obvious to utilize a 
conventional pressing device in the apparatus of Azdasht. 



Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887. 225 

USPQ 645 (Fed. Cir. 1985); In.re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington. 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 1 . Claims 1 -5 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 9 of copending 
Application No. 10/667,708 (US 2004/0154737). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claim 9 of the 
copending application teaches all the limitations of claim 1 of the present application. 

Regarding claim 2, the processing head has passages capable of having air 
injected therethrough (See Figures). 

Regarding claims 3-4, it is well known and conventional in the laser welding art to 
have a plurality of parallel weld lines and to have a separate processing head for each 
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weld line and to have a spacer between adjacent processing head. It would have been 
obvious to do so in the apparatus of the copending application. 

Regarding claim 5, one skilled in the art would have readily appreciated that 
pistons are a conventional pressing device and it would have been obvious to utilize a 
conventional pressing device in the apparatus of copending application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

12. Claims 1 -5 are directed to an invention not patentably distinct from claim 9 of 
commonly assigned copending application 10/667,708 (US 2004/0154737). 

Specifically, as noted above claim 9 of the copending application teaches all the 
limitations of claim 1 of the present application. 

The U.S. Patent and Trademark Office normally will not institute an interference . 
between applications or a patent and an application of common ownership (see MPEP 
§ 2302). Commonly assigned copending application 10/667,708 (US 2004/0154737), 
discussed above, would form the basis for a rejection of the noted claims under 35 
U.S.C. 103(a) if the commonly assigned case qualifies as prior art under 35 U.S.C. 
102(e), (f) or (g) and the conflicting inventions were not commonly owned at the time the 
invention in this application was made. In order for the examiner to resolve this issue, 
the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1 .78(c), either show that the 
conflicting inventions were commonly owned at the time the invention in this application 
was made, or name the prior inventor of the conflicting subject nnatter. 
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A showing tliat the inventions were commonly owned at the time the invention in 
this application was made will preclude a rejection under 35 U.S.C. 103(a) based upon 
the commonly assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 
102(e) for applications filed on or after November 29, 1999. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Chen et al (US 2003/0213552) is cited as teaching having a laser beam 
transparent roller in a welding apparatus but it is not connected to a processing head. 

14. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to John T. Haran whose telephone number is (571) 272- 
1217. The examiner can normally be reached on M-Th (8 - 5) and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (571 ) 272-1 171. The fax phone number for 
, the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomnatlon for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




Oohn T. Haran 
Primary Examiner 
Art Unit 1733 



